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DETAILED ACTION 

1 . Examiner acknowledges that applicant has filed a Terminal Disclaimer to over come the 
double patenting rejection, However the latest search has found that Hughes-Hartogs would 
clearly teach the present invention. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 200i2 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

3. Claims 1-18 and 10-14 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Hughes-Hartogs (U.S. patent 5,657,38 1) 

Regarding claims 1 and 10 Hughes-Hartogs discloses: discloses: A method for the 
transmission of image data from a sender (note Figs.2&3, column 5 lines 7,where the MUXs 31 
and 3 1 with the computers 41 and 42) to a recipient (note Fig.2 and 3, items 62,64 and 66 
column 5 lines 8-9) comprising the steps of 
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inserting at the location of the sender into a data transmission including an image format portion 
data identifying the address of the intended recipient of the image- format portion of the 
transmission (note column 5, lines 9-14, where the format is changed to be acceptable to the 
recipient) and message tracking data (note column 7 lines 2-8 where the accounting information 
is tagged at the sending devices 62-66, lines 6-8) transmitting the data transmission over a 
transmission system from the sender's location to an intermediate point of presence facility (note 
column Figs. 2,3 and 4 item 50 the Fax server or in this case the point of presence faciliy, 
column 5 lines 15) and receiving the data transmission by the point of presence facility and re- 
transmitting the data comprising the image portion to the identified address of the recipient (note 
column 5 lines 15-27 where the Fax server 50 would reformat and compUes the accounting 
information and re-transmit the data to the recipients addresses or Faxes). 
Regarding claim 2 and 14 Hughes-Hartogs discloses: The method of claiml wherein the 
message tracking data inserted comprises at least one of accounting, audit arid documentation 
data (note column 7 lines 5-8). 

Regarding claim 3 Hughes-Hartogs discloses: the method of claim 2 further including the step 
of processing the message tracking data by the point of presence facility (note column 5 lines 15- 
27, where the point of presence is in this case the Fax server 50). 

Regarding claim 4 Hughes-Hartogs discloses: The method of claim 3 including the further step 
of stripping the message tracking data from the data transmission at the point of presence facility 
before retransmission (note column 5 lines, 17-19 where the accoimting information is complied 
and considered). 
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Regarding claim 5 Hughes-Hartogs discloses: The method of claim 1 further including the 
steps of: inserting at the location of the sender into the data transmission data identifying an 
adckess of the sender; and sending a confirmation message to the sender's address by the point of 
presence facility after re-transmitting the data comprising the image portion to the recipient's 
identified address (note column 5 lines 28-43 where the Fax document is emailed to the 
recipient). 

Regarding claim 6 and 7 Hughes-Hartogs discloses: the method of claim 1, wherein the 
address of the recipient is an email address and the step of retransmitting the data includes 
forwarding thie data in the form of an email attachment to the recipient email address (note again 
column 5 lines 28-43). 

Regarding claim 8 Hughes-Hartogs discloses: The method of claim 6, wherein the address of 
the sender is an e-mail address and the step of sending a confirmation message includes 
forwarding an e-mail message to the sender's e-mail address (note column 5 lines 35-43). 
Regarding claim 11 Hughes-Hartogs discloses: The method of claim 10 wherein the identified 
address of the recipient is a telephone number associated with a facsimile reception apparatus 
and said re-transmission includes a portion over a telephone line linked to the facsimile reception 
apparatus (note column 4 lines 1-20). 

Regarding claim 12 Hughes-Hartogs discloses: The method of claim 10 wherein the 
transmission from the sender to the point of presence Facility is in the form of an e-mail 
transmission (note column 5 lines 35-43). 

Regarding claim 13 Hughes-Hartogs discloses: The method of claiml wherein the step of 
transmitting the data transmission over a telephone system from the sender's location to an 
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intermediate point of presence facility include converting the image data to facsimile format and 
transmitting the image data in the facsimile format (note column 5 lines 5-27). 

Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claim 9 is rejected under 35 U.S. C. 103(a) as being unpatentable over Hughes-Hartogs 
(U.S. patent 5,657,381) in view of Henrick (U.S. patent 6,151,137) 

Regarding claim 9 Hughes-Hartogs does not clearly discloses: The method of claim 1 further 
Including the steps of generating a confirmation message by the point of presence Facility after 
re-transmitting the data comprising the image Portion to the recipient's identified address and 
allowing the sender access to the confirmation message . On the other hand Henrick discloses: 
The method of claim 1 further Including the steps of generating a confirmation message by the 
point of presence Facility after re-transmitting the data comprising the image Portion to the 
recipient's identified address and allowing the sender access to the confirmation message (note 
column 5 lines 32-44 where the confirmation message is send to the sender regarding the re- 
transmission of the facsimile data). Therefore it would have been obvious to a person of ordinary 
skill in art at the time of the invention to modify Hughes-Hartogs' s invention according to the 
teaching of Henrick, Where Henrick in the same field of endeavor teach the way the 
confirmation report as the status of the received facsimile would be transmitted before the 
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connection would be terminated, this would increase the capability of the whole facsimile 
system. 

Claim Objections 

1 . Claims 6 and 7 are objected to because of the following informalities: the claims 6 and 7 
are duplicate claims. Appropriate correction is required. 



Contact Informatioii 

> Any inquiry concerning this communication or earlier communications from the examiner 

should be directed to Saeid Ebrahimi-Dehkordy whose telephone number is (571) 272-7462 . 
The examiner can normally be reached on Monday through Friday from 8:00 a.m. to 5:30 p.m. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Kimberly Williams, can be reached at (571) 272-7471. 

Any response to this action should be mailed to: 

Assistant Commissioner for Patents 
Washington, D.C. 20231 
Or faxed to: 

(571) 273-8300, (for formal communications; please mark 
"EXPEDITED PROCEDURE") 

Or: 

(703) 306-5406 (for informal or draft communications, please label 

"PROPOSED" or "DRAFT") 
Hand delivered responses should be brought to Knox building on 501 Dulany Street, 
Alexandria,. VA. 
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Any inquiry of a general nature or relating to the status of this application should be directed to 
the Group Receptionist whose telephone number is (703) 305-4750. 



Saeid Ebrahimi-Dehkordy 
Patent Examiner 
Group Art Unit 2625 
January 5 , 2007 




